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1 K I L P A T R I C K  T O W N S E N D  &  S T O C K T O N  L L P  

J A M E S  G . G I L L IL A N D ,  J R .  ( S ta te  B a r  N o . 1 0 7 9 8 8 )  

M E H R N A Z  B O R O U M A N D  S M I T H  ( S ta te  B a r  N o . 1 9 7 2 7 1 )  

R Y A N  B R I C K E R  ( S ta te  B a r  N o .  2 6 9 1 0 0 )

T w o  E m b a r e a d e r o  C e n te r , 8 th  F lo o r  

S a n  F r a n e is e o ,  C a l if o rn ia  9 4 1 1 1  

T e le p h o n e : ( 4 1 5 )  5 7 6 - 0 2 0 0  

F a c s im i le : ( 4 1 5 )  5 7 6 - 0 3 0 0  

E m a i l :  jg i l l i l a n d @ k i lp a t r i c k to w n s e n d .c o m

m b o r o u m a n d @ k i lp a tr ic k to w n s e n d .c o m

r b r ic k e r @ k ilp a tr i c k to w n s e n d .c o m

A t to rn e y s  f o r  P la in t i f f  

G O P R O ,  I N C .

2

3

4

5

6

7

8

9

U N I T E D  S T A T E S  D I S T R I C T  C O U R T10

F O R  T H E  N O R T H E R N  D I S T R IC T  O F  C A L IF O R N IA11

12
G O P R O ,  I N C .,  a  D e la w a re  c o r p o ra t io n .

P la in t i f f ,

C a s e  N o .

13BA
COMPLAINT  FOR  TRADEMARK  

INFRINGEMENT,  UNFAIR  

COMPETITION,  COPYRIGHT  

INFRINGEMENT  (INJUNCTIVE  

RELIEF  AND  DAMAGES  SOUGHT) 

AND  DECLARATORY  JUDGMENT

14
V.

1 5

3 6 0 H E R O S , I N C . , a  D e la w a re  c o r p o r a t io n .

1 6

D e fe n d a n t .

17 JURY  TRIAL  DEMAND

18

P la in t i f f  G o P ro ,  I n c . ( “ G o P r o ” )  c o m p la in s  a g a in s t  D e fe n d a n t  3 6 0 H e ro s ,  I n c . ( “ 3 6 0 H e r o s ” )  a s1 9

f o l lo w s :20

JURISDICTION.  VENUE  AND  INTRA-DISTRICT  ASSIGNMENT21

G o P r o ’ s  f i r s t  a n d  s e c o n d  c la im s  a r is e  u n d e r  th e  T r a d e m a r k  A c t  o f  1 9 4 6  ( th e  L a n h a m1.22

A c t) , 1 5  U .S .C . § §  1 0 5 1 ,  et seq. G o P r o ’ s  th i rd  c la im  a r is e s  u n d e r  th e  C o p y r ig h t  A c t  o f  1 9 7 6 ,

1 7  U .S .C . §  1 0 1 ,  e t  seq. T h is  C o u r t  h a s  ju r i s d ic t io n  o v e r  s u c h  c la im s  p u r s u a n t  to  2 8  U .S .C . §  1 3 3 1  

( f e d e r a l  q u e s t io n )  a n d  1 5  U .S .C . §  1 1 2 1  ( L a n h a m  A c t) , 1 7  U .S .C . §  1 0 1 ,  et seq., ( C o p y r ig h t  A c t)  a s  

w e l l  a s  2 8  U .S .C . § §  1 3 3 8 ( a )  a n d  1 3 3 8 (b ) . T h is  C o u r t  h a s  s u b je c t  m a t te r  ju r is d ic t io n  o v e r  th e  c la im  

f o r  d e c la r a to r y  ju d g m e n t  th a t  G o P r o  h a s  n o t  in f r in g e d  3 6 0 H e r o s ’ U .S . P a te n t  N o .  9 ,1 5 2 ,0 1 9  ( th e  “ ’0 1 9  

p a te n t” ) ,  u n d e r  2 8  U .S .C . § §  1 3 3 1  a n d  1 3 3 8 ( a ) ,  b e c a u s e  th a t  c la im  a r i s e s  u n d e r  th e  p a te n t  l a w s  o f  th e

23

24

2 5

2 6

27

28
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U n i te d  S ta te s ,  3 5  U .S .C . § §  \Q\,etseq., a n d  u n d e r  th e  D e c la ra to ry  J u d g m e n t  A e t,  2 8  U .S .C . § §  2 2 0 11

a n d  2 2 0 2 . T h is  C o u r t  h a s  s u p p le m e n ta l  ju r i s d ic t io n  o v e r  th e  r e m a in in g  s ta te  l a w  c la im s  u n d e r  2 82

3 U .S .C . §  1 3 6 7 .

V e n u e  i s  p r o p e r  in  th i s  C o u r t  u n d e r  2 8  U .S .C . §  1 3 9 1 ( b )  b e c a u s e  G o P r o  r e s id e s  in  th i s  

d is tr ic t ,  3 6 0 H e r o s  t r a n s a c t s  a f f a i r s  in  th i s  d is t r i c t  a n d  b e c a u s e  a  s u b s ta n t ia l  p a r t  o f  th e  e v e n ts  g iv in g

4 2.

5

r i s e  to  th e  c la im s  a s s e r te d  a r o s e  in  th is  d is t r i c t .6

I n t r a - d is t r ic t  a s s ig n m e n t  to  a n y  d iv i s io n  o f  th e  N o r th e r n  D is tr ic t  i s  p r o p e r  u n d e r  L o c a l7 3.

R u le  3 - 2 ( c )  a n d  th e  A s s ig n m e n t  P la n  o f  th is  C o u r t  a s  a n  “ I n te l le c tu a l  P r o p e r ty  A c t io n .8
99

9 BA PARTIES

G o P r o  i s  a  D e la w a r e  c o r p o r a t io n  w ith  i t s  p r in c ip a l  p la c e  o f  b u s in e s s  a t  3 0 0 0  C le a r v ie w  

W a y ,  S a n  M a te o ,  C a l i fo r n ia  9 4 4 0 2 . G o P r o  i s  a  p io n e e r  w h e n  i t  c o m e s  to  i t s  c a m e r a s  a n d  i c o n ic  

c o n te n t  -  w e l l  k n o w n  f o r , a m o n g  o th e r  th in g s ,  i t s  in n o v a t iv e  d u r a b le  d e s ig n s  a n d  i t s  p r o f e s s io n a l  

c a m e r a s . G o P ro ’ s  t r a d e m a rk s  a r e  s y n o n y m o u s  w ith  h ig h  q u a l i ty  c a m e r a s ,  a s  w e l l  a s  r e la te d  

a c c e s s o r ie s  a n d  s e r v ic e s  ( in c lu d in g  p r o d u c ts  a n d  s o f tw a r e  th a t  e n a b le  c a p tu r e  a n d  c r e a t io n  o f  3 6 0 -

1 0 4.

1 1

1 2

1 3

1 4

1 5 d e g r e e  v id e o ) .

U p o n  in f o n n a t io n  a n d  b e l ie f ,  D e fe n d a n t  3 6 0 H e r o s  i s  a  D e la w a r e  c o rp o r a t io n  w ith  i t s  

p r in c ip a l  p la c e  o f  b u s in e s s  a t  5 1 8  Q u e e n  S t re e t , G le a n ,  N e w  Y o r k  1 4 7 6 0 . 3 6 0 H e r o s  m a n u f a c tu r e r s  

a n d  o f f e r s  f o r  s a le  v i r tu a l  r e a l i ty  a n d  3 6 0 -d e g re e  v id e o  s o lu t io n s  a n d  r e la te d  a c c e s s o r ie s  w o r ld w id e ,  

in c lu d in g  in  th i s  ju d ic ia l  d is t r ic t . 3 6 0 H e r o s  h a s  a u th o r iz e d ,  d i r e c te d ,  a n d /o r  a c t iv e ly  p a r t i c ip a te d  in  th e  

w ro n g fu l  c o n d u c t  a l le g e d  in  th i s  C o m p la in t .

1 6 5 .

1 7

1 8

1 9

20

2 1 FACTS AND  ALLEGATIONS  COMMON  TO  ALL  CLAIMS

G o P r o  i s  a n  a w a rd - w in n in g  p r o d u c e r  o f  v e r s a t i le ,  m o u n ta b le  a n d  w e a ra b le  c a m e ra s  a n d  

a c c e s s o r ie s  th a t  h e lp  u s e r s  c a p tu r e  im m e r s iv e  a n d  e n g a g in g  d ig i ta l  f o o ta g e  o f  th e m s e lv e s  a n d  o th e r s  

e n jo y in g  th e ir  m o s t  m e a n in g f u l  l i f e  e x p e r ie n c e s . G o P ro ’ s  p r o d u c ts  a r e  t r a n s f o r m in g  th e  w a y  p e o p le  

c a p tu r e ,  m a n a g e ,  s h a re ,  a n d  e n jo y  p h o to  a n d  v id e o  c o n te n t . G o P r o  i s  k n o w n  f o r  d e s ig n in g ,  

d e v e lo p in g ,  m a r k e t in g  a n d  s e l l in g  in n o v a t iv e  a n d  d u r a b le  c a m e ra s  th a t  a r e  o f  th e  h ig h e s t  p r o f e s s io n a l  

q u a l i ty  a n d  c o n s u m e r  a p p e a l . A s  a  r e s u l t ,  G o P r o  i s  a  b r a n d  l e a d e r  w ith  im m e n s e  p o p u la r i ty  a n d  i t s  

p r o d u c t  n a m e s  a n d  t r a d e m a r k s  h a v e  a c h ie v e d  w id e  p u b l ic  r e c o g n i t io n  a m o n g  c o n s u m e r s . G o P r o ’ s

22 6 .
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1 Y o u T u b e ®  p a g e ,  w h ie h  s h a r e s  th o u s a n d s  o f  u s e r - g e n e r a te d  v id e o s  a n d  G o P r o  p r o d u c e d  v id e o s  

c a p tu re d  w ith  G o P ro ’ s  c u t t in g - e d g e  p r o d u c ts ,  h a s  r e c e iv e d  o v e r  a  billion v id e o  v ie w s  s in c e  M a rc h  

2 0 0 9 . I n d e e d ,  in  M a r c h  2 0 1 4 ,  Y o u T u h e  r e c o g n iz e d  G o P r o  a s  th e  n u m b e r  o n e  m o s t  p o p u la r  b r a n d  in  

Y o u T u b e ’ s  f i r s t - e v e r  B r a n d  C h a n n e l  L e a d e r b o a r d .

2

3

4

5 B y  e n a b l in g  b o th  e x t r e m e  s p o r t s  e n th u s ia s ts  a n d  m a in s tr e a m  c o n s u m e rs  to  d o c u m e n t  

a n d  s h a r e  th e i r  p a s s io n s  w ith  th e  w o r ld ,  G o P r o  h a s  b e c o m e  o n e  o f  th e  m o s t  e x c i t in g  a n d  a s p i r a t io n a l  

c o m p a n ie s  in  r e c e n t  m e m o r y . T h e  k e y  to  G o P r o ’ s  s u c c e s s  i s  i t s  d e d ic a t io n  to  d e l iv e r in g  p r o d u c ts  

w h o s e  q u a l i ty  m a tc h e s  th e i r  in n o v a t iv e n e s s . I n  o r d e r  to  c o n t in u e  p r o d u c in g  in n o v a t iv e  p r o d u c ts ,  

G o P r o  h a s  in v e s te d  s ig n i f ic a n t  r e s o u rc e s  a n d  t im e  d e v e lo p in g  i t s  c a m e r a s  a n d  p r o m o tin g  i t s  b r a n d  

th r o u g h  th o u g h tf u l  a d v e r t i s in g  a n d  m a rk e t in g  s t r a te g ie s .

G o P r o  e n jo y s  a  s te l l a r  r e p u ta t io n  b a s e d  o n  i t s  h ig h - q u a l i ty  c a m e ra s  a n d  th e  c o n te n t  

r e c o r d e d  u s in g  th o s e  c a m e r a s . A m o n g  i t s  m a n y  r e c o g n i t io n s  a n d  a w a rd s .  Fast Company n a m e d  

G o P ro  a s  o n e  th e  “ T h e  W o r ld ’s  5 0  M o s t  I n n o v a t iv e  C o m p a n ie s ”  a n d  G o P r o  h a s  w o n  f o u r  p r e s t ig io u s  

W e b b y  a w a r d s  b a s e d  o n  th e  q u a l i ty  o f  th e  c o n te n t  c a p tu re d  u s in g  G o P r o  p r o d u c ts . Adweek h a s  l i s t e d  

G o P ro  a s  o n e  o f  th e  “ T o p  1 0  B e s t  C h a n n e ls  o n  Y o u T u b e ,”  a n d ,  o v e r  th e  l a s t  tw o  y e a r s ,  Adweek h a s  

r e p e a te d ly  r e c o g n iz e d  G o P r o  a n d  i t s  e x e c u t iv e s  f o r  th e  c o m p a n y ’ s  b r a n d in g  a n d  c r e a t iv e  c o n te n t .

I n  S e p te m b e r  2 0 0 4 ,  G o P ro  in tr o d u c e d  i t s  f i r s t  H E R O ®  b r a n d  c a m e r a  a t  a  t r a d e  s h o w .

I n  i t s  f i r s t  y e a r  o f  a v a ila b i l i ty ,  G o P ro ’ s  s a le s  o f  th e s e  c a m e r a s  to ta le d  a p p ro x im a te ly  $ 1 5 0 ,0 0 0 . D u e  to  

i t s  in v e s tm e n t  in , a n d  p r o m o t io n  o f ,  th e  H E R O  c a m e r a s ,  G o P r o ’ s  s a le s  o f  H E R O  c a m e ra s  e x c e e d e d  

th r e e  m il l io n  d o l la r s  a  m e re  th r e e  y e a r s  l a te r . T o d a y , G o P ro ’s  s a le s  o f  H E R O  c a m e ra s  a n d  r e la te d  

a c c e s s o r ie s  e x c e e d  o n e  b i l l io n  d o l la r s .

7.
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9

1 0

1 1 8.

1 2
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1 6

1 7 9 .

1 8

1 9
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2 1

22 T o  m a rk e t  i t s  b r a n d ,  G o P r o  e m p lo y s  t r a d i t io n a l  a d v e r t i s in g  m e th o d s  a n d  a l s o  p a r tn e r s  

w ith  w e l l- k n o w n  a th le te s  w h o  f u r th e r  p r o m o te  G o P r o ’ s  p r o d u c ts  a n d  b r a n d . G o P r o  a l s o  s p o n s o r s  

h ig h - v i s ib i l i ty  s p o r t in g  a n d  c h a r i ty  e v e n ts ,  w h ic h  f u r th e r  in c r e a s e s  G o P r o ’ s  b r a n d  r e c o g n i t io n . A s  a  

r e s u l t  o f  G o P r o ’ s  in v e s tm e n ts ,  th e  G O P R O ®  a n d  H E R O  m a rk s  s e rv e  a s  in d ic a to r s  o f  th e  s o u rc e  o f  

g o o d s  a n d  s e r v ic e s  p r o v id e d  b y  G o P r o .

G o P r o  l i c e n s e s  i t s  p r o p r ie ta r y  c o n te n t  a n d  p r o d u c t  im a g e s  ( “ M a rk e t in g  A s s e ts ” )  to  

a u th o r iz e d  r e s e l le r s , s o  th a t  th e y  m a y  p r o m o te  th e  G o P r o  p r o d u c ts  th e y  r e s e l l . G o P r o ’ s  p r o d u c t

1 0 .

23
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2 5

2 6

27 1 1 .
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1 im a g e s  a r e  o f  th e  h ig h e s t  q u a l i ty  a n d  r e f le c t  th e  c a re  a n d  a t te n t io n  G o P r o  e m p lo y s  w h e n  d e s ig n in g  a n d  

p r o m o t in g  i t s  g o o d s  a n d  s e r v ie e s . O n ly  a u th o r iz e d  r e s e l le r s  o r  o th e r  l i c e n s e e s  a r e  p e r m it te d  to  

r e p u b l i s h  o r  o th e r w is e  u s e  G o P r o ’ s  c o n te n t ,  a n d  G o P ro ’ s  w e b s i te  T e rm s  o f  S e r v ic e  m a k e  c le a r  th a t  

u s e r s  a r e  n o t  p e r m i t te d  to  c o p y  o r  d is p la y  c o n te n t  f ro m  G o P r o ’ s  w e b s i te  w ith o u t  a u th o r iz a t io n  to  d o  

s o . h t tp s : / /g o p r o ,e o m / te rm s .

2

3

4

5

6 F o r  e x a m p le , G o P r o  o w n s  th e  im a g e s  s h o w n  b e lo w ,  w h ic h  i t  u s e s  to  p r o m o te  a n d  s e l l  

th e  g o o d s  d e p ic te d  in  th e  im a g e s .

1 2 .

7

8BA Smart Remote HER04 Black  -Three Camera View

9

1 0

1 1

L5
1 2

1 3

1 4

HER04 Black-  

Two Camera View
HER04 Black-
Two Camera View-With  Bow1 5

1 6

1 7

1 8

1 9
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22 ( C o l le c t iv e ly ,  th e  “ G o P r o  I m a g e s ” ) .

T h e  G o P r o  I m a g e s  a r e  p r o te c te d  b y  U n i te d  S ta te s  C o p y r ig h t  R e g is tr a t io n  N o s .23 1 3 .

24 V A 0 0 0 1 9 9 8 3 9 0  ( S m a r t  R e m o te ) ,  V A 0 0 0 1 9 9 8 3 8 7  ( H E R 0 4  B la c k  -  T h r e e  C a m e r a  V ie w ) ;  

V A O O O 1 9 9 8 3 8 9  ( H E R 0 4  B la c k  -  T w o  C a m e ra  V ie w )  a n d  V A O O O 1 9 9 8 3 8 6  ( H E R 0 4  B la c k  T w o25

2 6 C a m e r a  V ie w  -  W ith  B o w ) ,  w h ic h  a r e  o w n e d  b y  G o P r o  ( c o l le c t iv e ly ,  th e  “ G o P r o  C o p y r ig h ts ” ) .

I n  a d d i t io n  to  i t s  p r o m o t io n a l  c o n te n t ,  G o P r o  d e v e lo p s  a n d  d is tr ib u te s  e d u c a t io n a l  

p r o d u c t  u s a g e  t ip s  a n d  v id e o  tu to r ia l s ,  w h ic h  a r e  f e a tu r e d  o n  i t s  w e b s i te  a n d  o n  i t s  Y o u T u b e  c h a n n e l .

27 14.

28
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1 T h e s e  v id e o s  a r e  p r o d u c e d  b y  a n d  a t  th e  d i r e c t io n  o f  G o P r o  a n d  r e f le c t  th e  s a m e  c a r e  a n d  e m p h a s i s  o n  

h ig h - q u a l i ty  c o n te n t  a s  i t s  o th e r  p r o m o t io n a l  m a te r ia ls .

O n  A p r i l  2 8 ,  2 0 1 5  G o P r o  a c q u i r e d  K o lo r  S A R L , a  F r e n c h  c o m p a n y  a n d  in d u s t r y  l e a d e r  

in  v i r tu a l  r e a l i ty  a n d  s p h e r ic a l  m e d ia  s o lu t io n s . O n  J a n u a r y  3 1 ,  2 0 1 4 ,  f i f t e e n  m o n th s  b e f o r e  th e  G o P r o  

a c q u is i t io n ,  K o lo r  d e b u te d  i t s  ABYSS^m  r ig ,  w h ic h  w a s  s p e c ia l ly  d e s ig n e d  to  r e c o r d  u n d e r w a te r  3 6 0  

d e g r e e  v id e o s . T h e  A B Y S S  r ig  i s  m e a n t  to  h o ld  s ix  G o P r o  H E R O  c a m e r a s  in  a  s in g le  a r r a n g e m e n t  o r  

c o n f ig u r a t io n , e n a b l in g  u s e r s  to  r e c o r d  a n d  th e n  c o m b in e  w ith o u t  d is to r t io n  th e  u n d e r w a te r  c o n te n t  

th r o u g h  a  p r o c e s s  c a l le d  “ s t i t c h in g .” K o lo r  b e g a n  s e l l in g  th e  A B Y S S  r ig  in  th e  U .S . in  J u ly  2 0 1 4 . A s  

a  c o n s e q u e n c e  o f  p r o m o t io n  a n d  s a le s  a c t iv i ty  in  th e  U .S . s in c e  th a t  t im e ,  th e  A B Y S S  t r a d e m a r k  h a s  

c o m e  to  s e r v e  a s  a n  in d ic a to r  o f  th e  s o u r c e  o f  th e  u n d e r w a te r  r ig s , a n d  h a s  b e c o m e  a  v a lu a b le  a s s e t  o f  

G o P r o  a n d  a  s y m b o l  o f  i t s  g o o d w i l l . A s  p a r t  o f  th e  a c q u is i t io n ,  G o P r o  a c q u i r e d  a l l  e x is t in g  c o m m o n  

l a w  r ig h t s  in  th e  A B Y S S  m a r k  a n d  a l l  a t te n d a n t  g o o d w i l l .

2

3 1 5 .

4

5

6

7

8

9

1 0

1 1

1 2

1 3 BA The HERO  and A B Y S S  Trademarks

1 4 G o P r o  o w n s  s e v e r a l  f e d e r a l  r e g i s t r a t io n s  a n d  a p p l ic a t io n s  to  r e g i s te r  i t s  H E R O  m a r k ,  

f o r  a  w id e  v a r ie ty  o f  g o o d s  a n d  s e r v ic e s ,  in c lu d in g  p h o to g r a p h ic  e q u ip m e n t , a s  f o l lo w s :

1 6 .

1 5

R e g .  o r  

A p p .  D a te

1 6

T r a d e m a r k R e g .  o r  A p p .  N o . G o o d s  a n d  S e r v ic e s

1 7

R e g .  N o . 3 3 0 8 1 4 1 1 0 /9 /2 0 0 7 C l . 9 : P h o to g r a p h ic  e q u ip m e n t ,  n a m e ly ,  

f i lm  c a m e r a s  a n d  d ig i ta l  c a m e r a ,  

c a m e r a  h o u s in g s  a n d  c a s e s , a n d  c a m e r a  

s t r a p s

1 8
HERO

1 9

A p p .  S e r .  N o .  

8 6 /9 7 8 ,2 4 6

8 /2 6 /2 0 1 3 A  w id e  v a r ie ty  o f  g o o d s  a n d  s e r v ie e s  in  

C la s s e s  9 ,  4 1  a n d  4 2 ,  in c lu d in g  

p h o to g r a p h ic  e q u ip m e n t  a n d  

p h o to g r a p h ic  s e rv ic e s

20

HERO
2 1

22
8 /2 6 /2 0 1 3 C l . 3 8 : S t r e a m in g  o f  v id e o  m a te r ia l  o n  

th e  in te r n e t ;  b r o a d c a s t in g  o f  a u d io  a n d  

v id e o  c o n te n t  a n d  p r o g r a m m in g  o v e r  

th e  in te r n e t ; e le c t r o n ic  d e l iv e r y  o f  

im a g e s  a n d  p h o to g r a p h s  v ia  a  g lo b a l  

c o m p u te r  n e tw o r k  a n d  v ia  m o b i le  

e le c t ro n ic  d e v ic e s ;  e le c t r o n ic  

t r a n s m is s io n  a n d  s t r e a m in g  o f  d ig i ta l  

m e d ia  c o n te n t  f o r  o th e r s  v ia  g lo b a l  a n d  

lo c a l  c o m p u te r  n e tw o r k s  a n d  v ia  m o b i le  

e le c t r o n ic  d e v ic e s ;  s t r e a m in g  u s e r  

g e n e r a te d  p h o to g ra p h ic  a n d  v id e o

A p p .  S e r .  N o .  

8 6 /0 4 8 ,2 1 323

24

2 5
HERO

2 6

27

28
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1
Reg.YXWVUTSRQPONMLKJIHGFEDCBA or  

App. DateTrademark Reg. or  App. No. Goods and Services2

c o n te n t  v ia  a  w e b s i te  o n  th e  in te r n e t  a n d  

v ia  m o b i le  e le c t r o n ic  d e v ic e s
3

4
9 /3 /2 0 1 5 C l . 9 : C a m e r a  a c c e s s o r ie s ,  n a m e ly ,  

m o u n ts ,  s m a r t  m o u n ts , s t r a p s ,  r ig s ,  

h o ld e r s ,  h a r n e s s e s ,  b r a c k e ts  a n d  r e la te d  

e q u ip m e n t  f o r  h o ld in g ,  m o u n t in g ,  

p o s i t io n in g  a n d  m a n e u v e r in g  c a m e r a s

A p p . S e r .  N o .  

8 6 /7 4 6 ,6 7 15

6

HERO
7

8

9

8 /2 6 /2 0 1 3 A  w id e  v a r ie ty  o f  g o o d s  a n d  s e rv ic e s  in  

C la s s e s  9 ,  3 8 ,  4 1  a n d  4 2 ,  in c lu d in g  

p h o to g r a p h ic  e q u ip m e n t  a n d  

p h o to g r a p h ic  s e r v ic e s

A p p .  S e r .  N o .  

8 6 /0 4 8 ,2 1 51 0

1 1

G.oF=>ro

1 2

1 3

1 4

6 /2 8 /2 0 1 3 A  w id e  v a r ie ty  o f  g o o d s  a n d  s e r v ic e s  in  

C la s s e s  9 ,  3 8 ,  4 1  a n d  4 2 ,  in c lu d in g  

p h o to g r a p h ic  e q u ip m e n t  a n d  

p h o to g r a p h ic  a n d  v id e o  s e r v ic e s

A p p . S e r .  N o .  

8 5 /9 7 3 ,3 3 2
1 5

1 6

BE  A  HERO
1 7

1 8

1 9

3 /2 3 /2 0 1 5 A  w id e  v a r ie ty  o f  g o o d s  a n d  s e r v ic e s  in  

C la s s e s  9 ,  3 8 ,  4 1  a n d  4 2 , in c lu d in g  

p h o to g r a p h ic  e q u ip m e n t  a n d  

p h o to g r a p h ic  a n d  v id e o  s e r v ic e s

A p p . S e r .  N o .  

8 6 /5 7 3 ,5 0 3

20

2 1

22 HEROCAST

23

24

25

Collectively, GoPro’ s HERO  family  of  marks is referred  to as the “ HERO  Marks. 99

2 6

///
27

///
28
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1 T h r o u g h  i t s  a c q u is i t io n  o f  K o lo r ,  G o P r o  o b ta in e d  a n d  o w n s  c o m m o n  l a w  r ig h t s  in  th e  

A B Y S S  m a rk ,  w h ic h  h a s  b e e n  u s e d  in  e o m m e r c e  in  th e  U n i te d  S ta te s  in  c o n n e c tio n  w ith  i t s  3 6 0  

d e g r e e  c a m e ra  r ig  s in c e  a t  l e a s t  J u ly  3 1 ,  2 0 1 4 .

T h e  H E R O  M a r k s  a n d  th e  A B Y S S  m a r k  a r e  d is t in e t iv e ,  a r b i t r a ry ,  a n d  e n t i t l e d  to  th e

1 7 .

2

3

4 1 8 .

5 b r o a d e s t  s c o p e  o f  p r o te c t io n .

6 F o r  m a n y  y e a r s  p r io r  to  th e  e v e n ts  g iv in g  r is e  to  th i s  C o m p la in t  a n d  e o n t in u in g  to  th e  

p r e s e n t , G o P ro  h a s  s p e n t  e n o r m o u s  a m o u n ts  o f  t im e ,  m o n e y ,  a n d  e f f o r t  a d v e r t i s in g  a n d  p r o m o t in g  th e  

p r o d u e ts  a n d  s e rv ie e s  w ith  w h ic h  th e  H E R O  M a r k s  a r e  u s e d . H E R O  b r a n d  p r o d u e ts  a r e  a d v e r t is e d  a t  

t r a d e  s h o w s ,  in  p r in t , o n  t e le v i s io n  a n d  o n  th e  I n te r n e t . G o P r o  a l s o  s p o n s o r s  w e l l -k n o w n  a th le te s  w h o  

p r o m o te  th e  H E R O  M a r k s  b y  w e a r in g  a p p a r e l  o r  u s in g  e q u ip m e n t  b e a r in g  th e  H E R O  M a r k s  a n d  

d is p la y in g  s t i c k e r s  b e a r in g  th e  H E R O  M a r k s ,  u s in g  H E R O  c a m e r a s ,  a n d  s h a r in g  o n l in e  w ith  m ill io n s  

o f  f a n s  c o n te n t  th a t  th e y  e a p tu re d  u s in g  H E R O  c a m e r a s . I n  a d d it io n  to  a d v e r t i s in g  b y  G o P r o ,  th e  

H E R O  M a r k s  a r e  a l s o  a d v e r t i s e d ,  p r o m o te d  a n d  p r e s e n te d  a t  p o in t s  o f  s a le  b y  n u m e r o u s  r e ta i l e r s .  

C o n s u m e r s ,  a e e o r d in g ly ,  a r e  e x p o s e d  to  th e  H E R O  M a r k s  in  a  v a r ie ty  o f  c o m m e re ia l  a n d  p o s t - s a le

1 9 .

7

8

9

1 0

1 1

1 2

1 3

1 4

1 5 c o n te x ts .

1 6 S im i la r ly ,  f o r  y e a r s  p r io r  to  th e  e v e n ts  g iv in g  r is e  to  th is  C o m .p la in t  a n d  c o n t in u in g  to  

th e  p r e s e n t ,  K o lo r  a n d  G o P r o  h a v e  in v e s te d  s ig n i f ic a n t  r e s o u rc e s  p r o m o tin g  A B Y S S  r ig s  a n d  r e la te d  

s e r v ie e s . F o r  e x a m p le ,  th e  A B Y S S  r ig  i s  p r o m o te d  a t  t r a d e  s h o w s  a n d  v a r io u s  o n l in e  m e d ia .  

C o n s u m e rs , a c c o r d in g ly , a r e  e x p o s e d  to  th e  A B Y S S  M a rk  in  a  v a r ie ty  o f  c o m m e re ia l  e o n te x ts .  BA

360Heros’  Pattern  of Infringement  of GoPro’ s Trademark  and Copyright  Rights

G o P ro  i s  in fo r m e d  a n d  b e l ie v e s  th a t  b e g in n in g  a s  e a r ly  a s  N o v e m b e r  1 , 2 0 1 2 ,  lo n g  a f te r  

G o P r o  r e le a s e d  i t s  f i r s t  H E R O  c a m e r a  a n d  l e s s  th a n  o n e  m o n th  a f te r  G o P r o  a n n o u n c e d  th e  l a u n c h  o f

20.

1 7

1 8

1 9

20

2 1 2 1 .

22

23 i t s  im m e d ia te ly  p o p u la r  H E R 0 3  m o d e l ,  3 6 0 H e r o s  b e g a n  u s in g  th e  d e s ig n a t io n  3 6 0 H E R O S  to  p r o m o te  

c a m e r a  r ig s  in te n d e d  to  a l lo w  c o n s u m e rs  to  u s e  G o P r o  H E R O  e a m e ra s  to  c a p tu re  3 6 0  d e g re e  v id e o .  

T h e  d e s ig n a t io n  3 6 0 H E R O S  w a s  in te n t io n a l ly  s e le c te d  in  o r d e r  to  t r a d e  o f f  G o P r o ’ s  r e p u ta t io n  a n d  th e  

g o o d w i l l  a s s o c ia te d  w ith  i t s  w e ll -k n o w n  H E R O  M a rk s .

O n  o r  a ro u n d  N o v e m b e r  1 , 2 0 1 2 ,  M ic h a e l  K in tn e r , th e  f o u n d e r  a n d  c h ie f  e x e c u t iv e  

o f f ic e r  o f  3 6 0 H e r o s ,  a l s o  r e g is te r e d  th e  d o m a in  < 3 6 0 h e r o s .c o m > ,  w h ie h  f u n c t io n s  a s  th e  d o m a in  f o r

24

2 5

2 6

27 22.

28
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1 th e  3 6 0 H e r o s  b u s in e s s  a n d  w e b s i te . M a k in g  i t  c le a r e r  s t i l l  th a t  th e  3 6 0 H E R O S  d e s ig n a t io n  w a s  

in te n d e d  to  r e fe r e n c e  G o P r o ’ s  H E R O  c a m e r a s , 3 6 0 H e r o s  o f f e re d  f o r  s a le  v id e o  g e a r  p a c k a g e s  w ith  

s u c h  n a m e s  a s  “ D e lu x e  2  W /H e ro 2 ,”  a n d  “ D e lu x e 3  w /H e ro 3 ”  w h ic h , o n  in f o rm a t io n  a n d  b e l ie f ,  w e re  

c o m p a t ib le  o n ly  w ith  G o P r o ’ s  H E R O  c a m e ra .

I n  e a r ly  2 0 1 3 ,  G o P r o  i s  in f o r m e d  a n d  b e l ie v e s  th a t  3 6 0 H e r o s  a l s o  o f f e re d  a  p r o d u c t  

d e s ig n a te d  th e  “ 3 6 0 H e r o s  N a k e d  H 3  P r o ,”  d e s ig n e d  to  w o r k  w ith  th e  H D  H E R O  N a k e d  c a m e r a ,  s o ld  

b y  W o o d m a n  L a b s , G o P ro ’ s  p r e d e c e s s o r  c o m p a n y . A t  th a t  t im e .  W o o d m a n  L a b s  h a d  a c q u i re d  

c o m m o n  l a w  r ig h t s  in  th e  N A K E D  m a rk  in  c o n n e c t io n  w ith  i t s  c a m e r a s .

O n  D e c e m b e r  1 1 ,  2 0 1 2 ,  M r . K in tn e r  f i l e d  a  f e d e r a l  t r a d e m a r k  a p p l ic a t io n  o n  a n  in te n t -  

to - u s e  b a s i s  ( S e r ia l  N o . 8 5 /7 9 9 ,8 4 6 ) ,  p r e s u m a b ly  o n  b e h a l f  o f  3 6 0 H e ro s ,  to  r e g i s te r  th e  d e s ig n a t io n  

3 6 0 H E R O S  f o r  u s e  w ith  “ m o u n t in g  d e v ic e s  f o r  c a m e ra s .” O n  M a rc h  2 7 ,  2 0 1 3 ,  th e  U n i te d  S ta te s  

P a te n t  a n d  T ra d e m a rk  O f f ic e  ( “ U S P T O ” )  r e f u s e d  r e g is t r a t io n ,  c i t in g  l ik e l ih o o d  o f  c o n f u s io n  w ith  

G o P ro ’ s  r e g is te r e d  H E R O  t r a d e m a r k . M r . K in tn e r  d id  n o t  r e s p o n d  to  th e  U S P T O ’ s  r e f u s a l ,  a n d  

a b a n d o n e d  th e  a p p lic a t io n  o n  O c to b e r  2 3 ,  2 0 1 3 . D e s p i te  th e  U S P T O ’ s  r e f u s a l  o f  M r.  K in tn e r ’ s  in i t i a l  

a p p l ic a t io n ,  l e s s  th a n  tw o  m o n th s  l a te r ,  o n  M a y  2 2 ,  2 0 1 3 ,  3 6 0 H e r o s  s u b s e q u e n tly  f i le d  a  s e c o n d  

a p p l ic a t io n  ( S e r .  N o . 8 5 /9 4 0 ,1 9 4 )  to  r e g is te r  th e  3 6 0 H E R O S  d e s ig n a t io n . T h e  s e c o n d  a p p l ic a t io n  

c la im e d  th a t  3 6 0 H e r o s  o f fe r e d  services u n d e r  th e  3 6 0 H E R O S  d e s ig n a t io n  ( a s  o p p o s e d  to  th e  g o o d s  

c o v e re d  b y  th e  in i t i a l a p p l ic a t io n ) ,  n a m e ly  “ p r o v id in g  o n l in e  t r a in in g  c o u r s e s  in  th e  f i e ld  o f  

p h o to g ra p h y  a n d  v id e o g r a p h y .

A t  th e  t im e  3 6 0 H e r o s ’ s e c o n d  a p p l ic a t io n  to  r e g i s te r  th e  3 6 0 H E R O S  d e s ig n a t io n  w a s  

f i l e d ,  3 6 0 H e r o s  a l s o  b e g a n  a m p l i fy in g  i t s  a s s o c ia t io n  w ith  G o P r o  a n d  G o P ro ’s  w e l l -k n o w n  H E R O  

M a r k s . 3 6 0 H e r o s  b e g a n  a p p e a r in g  a t  th e  s a m e  t r a d e  s h o w s  a n d  c o n f e re n c e s  a s  G o P r o . I n  m e d ia  

a p p e a ra n c e s ,  in  p r in t  a n d  in  p r e s s  r e le a s e s ,  3 6 0 H e r o s  a f f i r m a t iv e ly  s u g g e s te d  a n  a f f i l ia t io n  a n d  to u te d  

th e  “ c lo s e  r e la t io n s h ip  [ i t s ]  o r g a n iz a t io n  a n d  p r o d u c ts  h a v e  w ith  G o P ro ,”  w h e n  n o  s u c h  a f f i l i a t io n  

e x is te d . See h t tp : / /w w w .3 6 0 h e ro s .c o m /2 0 1 4 /0 6 /n e w s - f la s h -w a tc h - 3 6 0 h e ro s - l iv e -o n - c n b c s - r io w e r -  

lu n c h - to d a y - a t - 1  - p m  ( l a s t  a c c e s s e d  o n  A p r i l 1 2 ,  2 0 1 6 ) .

G o P r o  f i le d  a  R e q u e s t  f o r  E x te n s io n  o f  T im e  to  O p p o s e  th e  s e c o n d  3 6 0 H E R O S  

a p p l ic a t io n  o n  A p r il  2 1 ,  2 0 1 4 ,  a n d  c o n ta c te d  3 6 0 H e r o s  in  a n  a t te m p t  to  r e s o lv e  th e  d is p u te  d i r e c t ly .

2

3

4

5 23.

6

7

8

9 24.

10

11

12

13

14

15

16

17

18

1 9
99

20 2 5 .

21

22

23

24

2 5

2 6

27 2 6 .

2 8
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1 3 6 0 H e r o s  r e fu s e d  to  w ith d ra w  th e  a p p l ic a t io n  a n d ,  o n  J u ly  2 1 ,  2 0 1 4 ,  G o P r o  f i le d  i t s  N o t ic e  o f  

O p p o s i t io n . 3 6 0 H e r o s  a b a n d o n e d  th e  a p p l ic a t io n  to  r e g i s te r  th e  3 6 0 H E R O S  d e s ig n a t io n  s h o r t ly  

th e r e a f te r  a n d  th e  T r a d e m a r k  T r ia l  a n d  A p p e a l  B o a rd  e n te r e d  ju d g m e n t  a g a in s t  i t . P r io r  to  f i l in g  th e  

N o t ic e  o f  O p p o s i t io n ,  a n d  a s  p a r t  o f  i t s  a t te m p ts  to  r e a c h  a  r e s o lu t io n  w ith o u t  r e s o r t in g  to  f o r m a l  

p r o c e e d in g s ,  G o P r o  m a d e  i t  c le a r  to  3 6 0 H e r o s  th a t  i t  o b je c te d  to  th e  a p p l ic a t io n  to  r e g i s te r  th e  

3 6 0 H E R O S  d e s ig n a t io n ,  a s  w e l l  a s  3 6 0 H e r o s ’ u s e  o f  G o P ro ’ s  H E R O  M a r k s  a n d  3 6 0 H e ro s ’ in c re a s e d  

e f f o r t s  to  a s s o c ia te  i t s e l f  w ith  G o P r o ’ s  b r a n d s . G o P r o  e x p r e s s e d  c o n c e r n  th a t  i f  3 6 0 H e r o s  c o n t in u e d  

o n  i t s  e x is t in g  t r a je c to r y  o f  d e v e lo p in g  th e  3 6 0 H E R O S  d e s ig n a t io n ,  s u c h  u s e  w o u ld  c a u s e  c o n f u s io n  

a m o n g  c o n s u m e rs . G o P r o  r e q u e s te d  th a t  M r. K in tn e r  a n d  3 6 0 H e r o s  t a k e  a l l  n e c e s s a ry  s te p s  to  

d is t in g u is h  3 6 0 H e ro s  f ro m  G o P r o , in c lu d in g  b y  d is c la im in g  a n y  a f f i l ia t io n  b e tw e e n  3 6 0 H e r o s  a n d  

G o P r o . I n  r e s p o n s e ,  3 6 0 H e r o s  p r o m is e d  to  r e m o v e  r e f e r e n c e s  a n d  l in k s  to  G o P r o  a n d  th e  G o P r o  

w e b s i te  f ro m  th e  3 6 0 H e r o s  w e b s i te  a n d  a l l  m a r k e t in g  m a te r ia l s  a n d  to  e n s u r e  th a t  d is c la im e r s  o f  

a f f i l i a t io n  w e re  v is ib le  o n  a l l  p u b l ic  f a c in g  m a r k e t in g  e f fo r t s .

3 6 0 H e r o s ,  h o w e v e r ,  c o n t in u e d  to  e x p a n d  i t s  u s e  o f  th e  H E R O  M a r k s . F o r  e x a m p le ,  in  

N o v e m b e r ,  2 0 1 4 ,  th e  c o m p a n y  a n n o u n c e d  th e  l a u n c h  o f  th e  “ 3 6 0 H e ro s  T o u r  B u s ,”  w h ic h  n o t  o n ly  

f e a tu r e s  th e  3 6 0 H E R O S  d e s ig n a t io n  in  l a rg e  f o n t  o n  b o th  s id e s  o f  th e  b u s ,  b u t  a l s o  d is p la y s  m u lt ip le  

p h o to s  o f  G o P r o ’ s  H E R O  c a m e r a s , a s  s h o w n  in  th e  im a g e s  b e lo w .

2

3

4

5

6

7

8

9

1 0

1 1

1 2

1 3

1 4 27.

1 5

1 6

1 7

1 8

1 9

20

2 1

22

23

24

2 5

2 6

27

28

C O M P L A I N T  F O R  T R A D E M A R K  I N F R I N G E M E N T  

C a s e  N o .

- 9 -

Case 3:16-cv-01944   Document 1   Filed 04/13/16   Page 9 of 22



1

2

3

4

5

6

7

8

9

1 0

M o r e o v e r ,  th e  w e b s i te  d e d ie a te d  to  th e  3 6 0 H e r o s  T o u r  B u s  ( n o w  r e f e r re d  to  b y  

3 6 0 H e ro s  a s  th e  “ 3 6 0 R V ” )  d is p la y s  a  p o p  u p  o f f e r  f o r  u s e r s  to  e n te r  th e i r  e m a i l  a d d r e s s e s  to  w in  a  

G o P r o  H E R 0 4  e a m e ra , a s  s h o w n  b e lo w ,  f u r th e r  im p ly in g  th a t  3 6 0 H e r o s , a n d  i t s  p r o d u c ts  a n d  

s e r v ic e s , a r e  a f f i l ia te d  w ith  G o P r o ,  w h e n  th e y  a r e  n o t . G o P r o  h o ld s  th e  r e g is te r e d  c o p y r ig h t

28.
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( V A O O O 1 9 9 8 3 8 9 )  o n  th e  im a g e  d is p la y e d  in  th e  p o p  u p  o f f e r .
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1 O n  in f o rm a tio n  a n d  b e l ie f , 3 6 0 H e ro s ’ u s e s  o f  G o P ro ’s  H E R O  M a r k s  h a v e  l e d  to  a c tu a l  

c o n f u s io n  in  th e  m a r k e tp la c e . C o n s u m e rs  a n d  in d u s t ry  r e p o r te r s  a l ik e  h a v e  b e e n  c o n f u s e d  in to  

b e l ie v in g  th a t  3 6 0 H e r o s ’ p r o d u c ts  a r e  p r o d u c e d  b y  G o P r o ,  o r  th a t  3 6 0 H e r o s  i s  a f f i l ia te d  w ith  o r  h a s  

o th e r w is e  b e e n  s p o n s o r e d  b y  G o P r o ,  w h e n  n o  s u c h  r e la t io n s h ip  e x is ts . A  r e p r e s e n ta t iv e  e x a m p le  o f  

s u c h  c o n f u s io n  c a n  b e  s e e n  in  a  p r e s s  in te rv ie w  o f  M r.  K in tn e r  a t  th e  2 0 1 5  N a t io n a l  A s s o c ia t io n  o f  

B ro a d c a s te r s  c o n fe re n c e . I n  th a t  in te rv ie w ,  th e  r e p o r te r  e x p r e s s e s  h is  b e l ie f  th a t  M r.  K in tn e r  c h o s e  th e  

n a m e  3 6 0 H E R O S  b e c a u s e  o f  th e  r e la t io n s h ip  to  G o P r o ’ s  p r o d u c ts . See

h t tp s ; / /w w w .y o u tu b e .c o m /w a tc h ? v = 9 _ fy u le n ip c  ( a t  a p p r o x im a te ly  1 :1 6 )  ( l a s t  a c c e s s e d  o n  A p r i l 1 ,  

2 0 1 6 ) . I n  a d d i t io n ,  G o P r o  e m p lo y e e s  h a v e  e n c o u n te r e d  n u m e r o u s  in s ta n c e s  o f  a c tu a l  c o n f u s io n  a t  

t r a d e  s h o w s  a n d  e v e n  w ith  i t s  lo n g  t im e  p a r tn e r s . F o r  e x a m p le ,  o n e  G o P r o  p a r tn e r , G - T e c h n o lo g y ,  

to ld  a  G o P r o  e m p lo y e e  th a t  G - T e c h n o lo g y  h a d  r e a c h e d  o u t  to  3 6 0 H e r o s  to  d is c u s s  v i r tu a l  r e a l i ty  

p r o d u c ts  s p e c i f ic a l ly  b e c a u s e  i t  b e l ie v e d  th a t  3 6 0 H e r o s  w a s  a n  a f f i l i a te  o f  G o P r o .

O n  in f o r m a t io n  a n d  b e l ie f , 3 6 0 H e r o s  a n n o u n c e d  th e  d e v e lo p m e n t  o f  a  3 6 0  d e g r e e  

u n d e r w a te r  c a m e r a  r ig  u n d e r  th e  n a m e  “ 3 6 0 A B Y S S ”  o n  o r  a r o u n d  N o v e m b e r  1 0 , 2 0 1 4 ,  f o u r  m o n th s  

a f te r  K o lo r  l a u n c h e d  i t s  A B Y S S -b r a n d e d  3 6 0  d e g re e  u n d e rw a te r  r ig . G o P r o  i s  in fo r m e d  a n d  b e l ie v e s  

th a t  3 6 0 H e r o s  w a s  a w a re  o f  K o lo r ’ s  A B Y S S  p r o d u c t  a n d  m a rk  lo n g  b e f o r e  K o lo r  in t r o d u c e d  th e  

p r o d u c t  to  th e  p u b l ic ,  a s  3 6 0 H e r o s  h a d  b e e n  a  s u p p l ie r  to  K o lo r  a n d  h a d  e x p lo r e d  a  p r o d u c t  

d e v e lo p m e n t  c o l la b o ra t io n  b e g in n in g  in  2 0 1 2 .

A f te r  3 6 0 H e r o s  a n n o u n c e d  th e  3 6 0 A B Y S S  p r o d u c t ,  K o lo r ,  a n d  l a te r  G o P r o ,  e m p lo y e e s  

b e c a m e  a w a re  o f  in s ta n c e s  o f  a c tu a l  c o n f u s io n  a t  t r a d e  s h o w s  a n d  o th e r  m a r k e t in g  e v e n ts ,  w h e re  

c o n s u m e r s  w e re  c o n f u s e d  in to  b e l ie v in g  th a t  th e  3 6 0 A B Y S S  r ig  b e lo n g e d  to  G o P r o  o r  th a t  th e re  w a s  

a n  a f f i l ia t io n  b e tw e e n  3 6 0 H e r o s  a n d  G o P r o  d u e  to  3 6 0 H e r o s ’ c h o ic e s  in  p r o d u c t  n a m e s .

O n  N o v e m b e r  5 ,  2 0 1 3 , 3 6 0 H e r o s  f i le d  a  U .S .  u t i l i ty  p a te n t  a p p l ic a t io n ,  w h ic h  

3 6 0 H e ro s  c o n te n d s  c o v e r s  th e  3 6 0 A B Y S S  r ig . T h a t  a p p l ic a t io n  m a tu r e d  in to  th e  ’ 0 1 9  p a te n t ,  w h ic h  

i s s u e d  o n  O c to b e r  6 ,  2 0 1 5 .
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1 f o r  th e  d e s ig n a t io n  3 6 0 A B Y S S ,  f o r  u s e  w ith  “ u n d e rw a te r  c a m e ra s .” G o P r o  o p p o s e d  th a t  a p p l ic a t io n  

o n  J a n u a ry  1 3 ,  2 0 1 6 ,  a s s e r t in g  i t s  c o m m o n  l a w  r ig h t s  in  th e  A B Y S S  t r a d e m a r k  a m o n g  o th e r  b a s e s .

I n  f u r th e r  e v id e n c e  o f  3 6 0 H e ro s ’ b a d  f a i th ,  a n d  n o tw i th s ta n d in g  th e  p e n d in g  

o p p o s i t io n ,  M r . K in tn e r ,  a g a in  o n  b e h a l f  o f  3 6 0 H e r o s , f i le d  a  s e c o n d  a p p l ic a t io n  to  r e g i s te r  th e  

d e s ig n a t io n  3 6 0 A B Y S S ,  o n  F e b r u a ry  2 2 ,  2 0 1 6 ,  f o r  u n d e r w a te r  c a m e r a  m o u n ts  a n d  h o u s in g s .

I n  a d d i t io n  to  th e  c o n d u c t  d e s c r ib e d  a b o v e ,  3 6 0 H e r o s  a l s o  d is p la y s ,  w ith o u t  

a u th o r iz a t io n , c o p ie s  o f  th e  G o P r o  I m a g e s  o n  th e  3 6 0 H e r o s  w e b s i te , a s  s h o w n  b e lo w .
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22 3 6 0 H e r o s  a l s o  s h o w s  o n  i t s  w e b s i te  a  v id e o  tu to r ia l ,  p r o d u c e d  a n d  o w n e d  b y  G o P r o ,  

d e m o n s t r a t in g  u s e  o f  G o P ro ’ s  H E R 0 4  B la c k  c a m e r a .
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1

<GoPro HER04 Black: 2x the performance, yet again.2

3

4
INTRODUCING:

5
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>eH£RO. M

8
0:01 /£

9

1 0 h t tp : / / s h o p .3 6 0 h e r o s .c o m /p r o d u c t - p /g o p r o h 4 b .h tm  ( l a s t  a c c e s s e d  o n  A p r i l 1 0 , 2 0 1 6 ) .

3 6 0 H e r o s  i s  n o t  a n  a u th o r iz e d  r e s e l le r  a n d ,  in  f a c t ,  i t s  r e q u e s ts  to  b e  a n  a u th o r iz e d  

r e s e l le r  h a v e  b e e n  r e p e a te d ly  d e c l in e d  d u e ,  in  p a r t ,  to  th e  in c o rp o r a t io n  o f  G o P r o ’ s  m a rk s  in  th e  

3 6 0 H e r o s  c o m p a n y  a n d  p r o d u c t  n a m e s . A s  3 6 0 H e r o s  i s  n o t  l ic e n s e d  o r  o th e r w is e  a u th o r iz e d  to  u s e  

th e  G o P r o  I m a g e s  in  th e  m a n n e r  d e s c r ib e d  a b o v e ,  i t s  r e p r o d u c t io n ,  d is t r ib u t io n  a n d  d is p la y  o f  th e  

G o P r o  I m a g e s  f o r  i t s  o w n  c o m m e r c ia l  g a in  c o n s t i tu te s  c o p y r ig h t  in f r in g e m e n t .

3 6 0 H e r o s ’ u s e  o f  th e  G o P r o  I m a g e s  a n d  v id e o  tu to r ia l  c o m .p o u n d s  th e  m a r k e tp la c e  

c o n f u s io n  c re a te d  b y  3 6 0 H e r o s  b y  f u r th e r  -  a n d  in te n t io n a l ly  -  c r e a t in g  th e  f a l s e  im p r e s s io n  th a t  a n  

a f f i l i a t io n  e x is t s  b e tw e e n  3 6 0 H e r o s  a n d  G o P r o , o r  th a t  G o P r o  h a s  a u th o r iz e d , a p p ro v e d  o f  o r  

s p o n s o r e d  3 6 0 H e r o s  o r  i t s  p r o d u c ts .

M o r e o v e r ,  3 6 0 H e r o s ’ r e p ro d u c t io n  a n d  m is u s e  o f  th e  G o P r o  I m a g e s  n e g a t iv e ly  im p a c ts  

G o P r o ’ s  r e la t io n s h ip s  w ith  i t s  a u th o r iz e d  r e s e l le r s  a n d  l i c e n s e e s ,  w h o  m u s t  g o  th ro u g h  a n  a p p r o v a l  

p r o c e s s  in  o r d e r  to  l a w fu l ly  d is p la y  G o P r o ’ s  m a rk e t in g  a s s e t s .

A f te r  l e a rn in g  o f  3 6 0 H e r o s ’ c o n t in u e d  e f fo r t s  to  t r a d e  o n  G o P r o ’ s  v a lu a b le  g o o d w i l l  

a n d  r e p u ta t io n , G o P r o  c o n ta c te d  3 6 0 H e r o s  to  e x p lo r e  a  r e s o lu t io n . I n  th e  c o u r s e  o f  c o n v e rs a t io n s  

b e tw e e n  th e  p a r t i e s  a n d  in  i t s  f o l lo w - u p  c o r r e s p o n d e n c e ,  3 6 0 H e r o s  a s s e r te d  th a t  p r o d u c ts  s o ld  a n d  

d e v e lo p e d  b y  G o P r o  a n d  i t s  K o lo r  s u b s id ia ry  in f r in g e  th e  ’0 1 9  p a te n t . M r . K in tn e r  s e n t  to  G o P r o  a  

c o p y  o f  th e  ’ 0 1 9  p a te n t , n o t in g  th a t  h e  f e l t  i t  w a s  “ im p o r ta n t  to  s h a r e .” I n  J a n u a r y ,  2 0 1 6 ,  M r.  K in tn e r  

a l le g e d  th a t  th e  A B Y S S  b r a n d  r ig  in f r in g e s  3 6 0 H e r o s ’ p a te n t  d u r in g  a  p h o n e  c o n f e r e n c e  w ith  G o P r o ’ s
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1YXWVUTSRQPONMLKJIHGFEDCBAr e p r e s e n ta t iv e s . O n  F e b ru a r y  9 ,  2 0 1 6 ,  3 6 0 H e r o s  s e n t  to  G o P r o  a  p r in t -o u t  o f  a  b lo g  p o s t  a s s e r t in g  th a t  

th e  A B Y S S  b r a n d  r ig  w a s  “ e o p ie d  f r o m  th i rd - p a r ty  m a n u f a e tu r e r s  l ik e  3 6 0 H e ro s ,”  a n d  im p ly in g  th a t  

3 6 0 H e r o s  b e l ie v e d  th i s  a s s e r t io n  w a s  t r u e . O n  b e h a l f  o f  3 6 0 H e ro s ,  M r . K in tn e r  a l s o  h a s  s ta te d  th a t  

s a le s  b y  G o P ro ’ s  s u b s id ia ry ,  K o lo r ,  o f  F R E E D O M 3 6 0  b r a n d  r ig s  in f r in g e s  th e  ’0 1 9  p a te n t .

G o P r o  i s  in f o r m e d  a n d  b e l ie v e s  th a t  ( a )  3 6 0 H e r o s  h a s  m a n u f a c tu r e d ,  m a r k e te d ,  a n d  

s o ld  s u b s ta n t ia l  q u a n t i t ie s  o f  p r o d u c ts  in  c o n n e c t io n  w ith  th e  3 6 0 H E R O S  a n d  3  6 0 A B Y S S  

d e s ig n a t io n s ; ( b )  3 6 0 H e r o s  u n d e r to o k  s u c h  a c t iv i t i e s  in  c o n n e c t io n  w ith  a  f a ls e  a s s o c ia t io n  w ith  

G o P r o ;  a n d  ( c )  3 6 0 H e r o s  h a s  o b ta in e d  a n d  c o n t in u e s  to  p r o f i t  f ro m  s u c h  s a le s .

3 6 0 H e r o s ’ u s e s  o f  th e  3 6 0 H E R O S  a n d  3 6 0 A B Y S S  d e s ig n a t io n s  h a v e  c a u s e d  o r  w il l  

c a u s e  a  l ik e l ih o o d  o f  c o n f u s io n  a m o n g  c o n s u m e rs  r e g a r d in g  th e  s o u r c e  o f  3 6 0 H e r o s ’ p r o d u c ts  

a n d  w h e th e r  G o P r o  h a s  s p o n s o re d ,  a u th o r iz e d ,  o r  i s  s o m e h o w  a f f i l i a te d  w ith  3 6 0 H e r o s . G o P r o ,  

c o n s e q u e n t ly , h a s  n o  a l te r n a t iv e  b u t  to  p r o te c t  i t s  g o o d w il l  a n d  t r a d e m a r k s  b y  o b ta in in g  a n  in ju n c t io n  

a g a in s t  f u r th e r  u s e  b y  3 6 0 H e r o s  o f  G o P r o ’s  m a rk s .

3 6 0 H e r o s ’ a c t io n s  h a v e  c a u s e d  a n d  w il l  c a u s e  G o P r o  i r r e p a ra b le  h a r m  f o r  w h ic h  

m o n e y  d a m a g e s  a n d  o th e r  r e m e d ie s  a r e  in a d e q u a te . U n le s s  3 6 0 H e r o s  i s  r e s t r a in e d  b y  th i s  C o u r t ,  i t  

w il l  c o n t in u e  a n d /o r  e x p a n d  i t s  i l l e g a l  a c t iv i t i e s  a n d  o th e r w is e  c o n t in u e  to  c a u s e  i r r e p a ra b le  d a m a g e  

a n d  in ju ry  to  G o P r o  b y ,  a m o n g  o th e r  th in g s :

2

3

4

5 4 1 .

6

7

8

9 42.

1 0

1 1

1 2

1 3

1 4 43.

1 5

1 6

1 7

1 8 D e p r iv in g  G o P r o  o f  i t s  s ta tu to r y  r ig h ts  to  u s e  a n d  c o n t ro l  u s e  o f  i t s  t r a d e m a r k sa .

1 9 a n d  s e rv ic e  m a r k s ;

20 C r e a t in g  a  l ik e l ih o o d  o f  c o n f u s io n ,  m is ta k e ,  a n d  d e c e p t io n  a m o n g  c o n s u m e rs  

a n d  th e  t r a d e  a s  to  th e  s o u r c e  o f  th e  in f r in g in g  p r o d u c ts ;

C a u s in g  th e  p u b l ic  f a l s e ly  to  a s s o c ia te  G o P r o  w ith  3 6 0 H e r o s  a n d /o r  i t s

b .

2 1

22 c.

23 p r o d u c ts ,  o r  v ic e  v e r s a ;

24 d . C a u s in g  in c a lc u la b le  a n d  i r r e p a ra b le  d a m a g e  to  G o P ro ’ s  g o o d w i l l  in  th e  H E R O

2 5 M a r k s  a n d  th e  A B Y S S  m a rk ;

2 6 D e p r iv in g  G o P r o  o f  i t s  s ta tu to r y  e x c lu s iv e  r ig h t  to  r e p r o d u c e ,  d is t r ib u te  a n de .

27 d is p la y  th e  G o P r o  I m a g e s .

28 ///
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1 A c c o r d in g ly ,  in  a d d i t io n  to  o th e r  r e l ie f ,  G o P r o  i s  e n t i t le d  to  in ju n c t iv e  r e l i e f  a g a in s t  

3 6 0 H e r o s  a n d  a l l  p e r s o n s  a c t in g  in  c o n c e r t  w ith  i t .

B a s e d  o n  3 6 0 H e r o s ’ c la im s  th a t  G o P ro ’s  p r o d u c ts  h a v e  in f r in g e d  th e  ’0 1 9  p a te n t ,  th e re  

i s  a n  a c tu a l  c o n tr o v e r s y  b e tw e e n  3 6 0 H e r o s  a n d  G o P r o  c o n c e rn in g  n o n - in f r in g e m e n t  o f  th a t  p a te n t .

44.

2

3BA 45.

4

5 FIRST  CLAIM
FEDERAL  TRADEMARK  INFRINGEMENT

6 (15 U.S.C. §§ 1114-1117)

7 4 6 . G o P r o  r e a l le g e s  a n d  in c o rp o r a te s  b y  r e f e r e n e e  e a e h  o f  th e  a l le g a t io n s  e o n ta in e d  in

8 p a r a g r a p h s  1 th r o u g h  4 5  o f  th i s  C o m p la in t .

9 3 6 0 H e r o s  h a s  u s e d ,  in  c o n n e c t io n  w ith  th e  s a le ,  o f fe r in g  f o r  s a le , d is t r ib u t io n  o r  

a d v e r t i s in g  o f  c a m e r a - r e la te d  p r o d u c ts  a n d  s e rv ic e s ,  w o r d s  a n d  s y m b o ls  th a t  in f r in g e  u p o n  G o P r o ’ s  

r e g i s te r e d  H E R O ®  t r a d e m a r k .

T h e s e  a c t s  o f  t r a d e m a rk  in f r in g e m e n t  h a v e  b e e n  c o m m it te d  w ith  th e  in te n t  to  e a u s e  

c o n f u s io n ,  m is ta k e , o r  d e c e p t io n , a n d  a r e  in  v io la t io n  o f  1 5  U .S .C . §  1 1 1 4 .

A s  a  d i r e c t  a n d  p r o x im a te  r e s u l t  o f  3 6 0 H e ro s ’ c o n d u c t ,  G o P r o  i s  e n t i t l e d  to  r e c o v e r  

3 6 0 H e r o s ’ u n la w f u l  p r o f i t s  a n d  G o P r o ’ s  d a m a g e s ,  a n d  t r e b le  th e  a m o u n t  o f  i t s  d a m a g e s  a n d  

3 6 0 H e r o s ’ p r o f i t s , a n d  to  a n  a w a r d  o f  a t to r n e y s ’ f e e s  u n d e r  1 5  U .S .C . §  1 1 1 7 ( a ) . A lte r n a t iv e ly , G o P r o  

i s  e n t i t le d  to  th e  m a x im u m  s ta tu to r y  d a m a g e s  a l lo w e d  u n d e r  1 5  U .S .C . § §  1 1 1 7 ( c ) . G o P r o  w il l  m a k e  

i t s  e le c t io n  a t  th e  a p p r o p r ia te  t im e  b e f o r e  f in a l  ju d g m e n t .

G o P r o  w il l  s u f fe r  i r r e p a ra b le  h a r m  a s  a  r e s u l t  o f  3 6 0 H e r o s ’ in f r in g e m e n t  o f  i t s  H E R O  

M a rk s  a n d  i s  e n t i t l e d  to  in ju n c t iv e  r e l ie f  p u r s u a n t  to  1 5  U .S .C . §  1 1 1 6 ( a ) .

47.

1 0

1 1

1 2 4 8 .

1 3

1 4 4 9 .

1 5

1 6

1 7

1 8

1 9 5 0 .

20

2 1 SECOND CLAIM
FEDERAL  UNFAIR  COMPETITION

22 (False Designation of  Origin  and False Description -15 U.S.C. § 1125(a))

23 G o P r o  r e a l le g e s  a n d  in c o r p o ra te s  b y  r e fe r e n c e  e a c h  o f  th e  a l le g a t io n s  c o n ta in e d  in  

p a r a g r a p h s  1 th r o u g h  5 0  o f  th i s  C o m p la in t .

3 6 0 H e r o s ’ c o n d u c t  a s  a l le g e d  in  th i s  C o m p la in t  c o n s t i tu te s  th e  u s e  o f  s y m b o ls  o r  

d e v ic e s  t e n d in g  f a l s e ly  to  d e s c r ib e  th e  in f r in g in g  p r o d u c ts ,  w ith in  th e  m e a n in g  o f  1 5  U .S .C .

§  1 1 2 5 ( a ) ( 1 ) . 3 6 0 H e r o s ’ c o n d u c t  i s  l ik e ly  to  c a u s e  c o n f u s io n ,  m is ta k e ,  o r  d e c e p t io n  b y  o r  in  th e

5 1 .

24

25 52.

26

27

28 ///
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p u b l ic  a s  to  th e  a f f i l i a t io n ,  c o n n e c t io n ,  a s s o c ia t io n , o r ig in ,  s p o n s o rs h ip ,  o r  a p p r o v a l  o f  th e  in f r in g in g  

p r o d u c ts  to  G o P r o ’ s  d e t r im e n t  a n d  in  v io la t io n  o f  1 5  U .S .C . §  1 1 2 5 ( a ) (1 ) .

A s  a  d i r e c t  a n d  p r o x im a te  r e s u l t  o f  c o n d u c t  b y  3 6 0 H e r o s , G o P r o  i s  e n t i t l e d  to  r e c o v e r  

3 6 0 H e r o s ’ u n la w fu l  p r o f i t s  a n d  G o P r o ’ s  d a m a g e s ,  a n d  t r e b le  th e  a m o u n t  o f  i t s  d a m a g e s  a n d  

3 6 0 H e r o s ’ p r o f i t s , a n d  to  a n  a w a r d  o f  a t to r n e y s ’ f e e s  u n d e r  1 5  U .S .C . §  1 1 1 7 ( a ) . A lte r n a t iv e ly ,  G o P r o  

i s  e n t i t le d  to  th e  m a x im u m  s ta tu to r y  d a m a g e s  a l lo w e d  u n d e r  1 5  U .S .C . § §  1 1 1 7 ( c ) . G o P r o  w il l  m a k e  

i t s  e le c t io n  a t  th e  a p p r o p r ia te  t im e  b e f o r e  f in a l  ju d g m e n t .

G o P r o  w il l  s u f f e r  i r r e p a ra b le  h a r m  a s  a  r e s u l t  o f  3 6 0 H e r o s ’ in f r in g e m e n t  o f  G o P r o ’ s  

m a rk s  a n d  i s  e n t i t l e d  to  in ju n c t iv e  r e l ie f  p u r s u a n t  to  1 5  U .S .C . §  1 1 1 6 ( a ) .

1

2

3 5 3 .

4BA

5

6

7

8 5 4 .

9

1 0 THIRD  CLAIM
COPYRIGHT  INFRINGEMENT

(17 U.S.C. §§ 411(c) and 501, etseq.)1 1

1 2 G o P r o  r e a l le g e s  a n d  in c o r p o ra te s  b y  r e f e r e n c e  e a c h  o f  th e  a l le g a t io n s  c o n ta in e d  in5 5 .

1 3 p a r a g r a p h s  1  th r o u g h  5 4  o f  th i s  C o m p la in t .

G o P r o  o w n s  v a l id ,  e n f o rc e a b le  c o p y r ig h ts  f o r  th e  G o P r o  I m a g e s ,  w h ic h  a r e  th e  s u b je c t  

o f  U .S . C o p y r ig h t  R e g is tr a t io n  N o s . V A 0 0 0 1 9 9 8 3 9 0 ,  V A 0 0 0 1 9 9 8 3 8 7 ,  V A 0 0 0 1 9 9 8 3 8 9  a n d  

V A O O O l  9 9 8 3 8 6 .

1 4 5 6 .

1 5

1 6

1 7 3 6 0 H e r o s  i s  w ill f u l ly  a n d /o r  k n o w in g ly  in f r in g in g  G o P r o ’ s  c o p y r ig h t  r ig h t s  b y  m a k in g  

u n a u th o r iz e d  c o p ie s , d is p la y in g  a n d  d is t r ib u t in g  th e  G o P r o  I m a g e s .

3 6 0 H e r o s ’ a c t iv i t i e s  v io la te  1 7  U .S .C . §  1 0 1  etseq., a n d  in  p a r t i c u la r  §  5 0 1  etseq. 

G o P r o  h a s  b e e n  d a m a g e d  b y  3 6 0 H e r o s ’ a c t iv i t i e s ,  a n d  w il l  c o n t in u e  to  s u s ta in  

i r r e p a ra b le  h a r m  f o r  w h ic h  th e re  i s  n o  a d e q u a te  r e m e d y  a t  l a w  u n le s s  3 6 0 H e ro s ’ in f r in g in g  a c t io n s  a re  

e n jo in e d .

5 7 .

1 8

1 9 5 8 .

20 5 9 .

2 1

22

23 P u rs u a n t  to  S e c t io n  5 0 4 (b )  a n d  5 0 4 ( c )  o f  th e  C o p y r ig h t  A c t, 1 7  U .S .C . §  5 0 4 (b ) - ( c ) ,  

G o P r o  i s  e n t i t le d  to  r e c o v e r  f ro m  3 6 0 H e r o s  th e  d a m a g e s  i t  h a s  s u s ta in e d  a n d  w il l  s u s ta in  a n d  a n y  

p r o f i t s  o b ta in e d  b y  3 6 0 H e r o s  a s  a  r e s u l t  o f  o r  a t t r ib u ta b le  to  th e  in f i in g e m e n t .

G o P ro  w il l  s u f fe r  i r r e p a r a b le  h a r m  a s  a  r e s u l t  o f  3 6 0 H e ro s ’ in f r in g e m e n t  o f  G o P r o ’ s  

c o p 5 ^ g h ts  a n d  i s  e n t i t l e d  to  in ju n c t iv e  r e l i e f  p u r s u a n t  to  1 7  U .S .C . §  5 0 2 (a ) .

6 0 .

24

2 5

2 6 6 1 .

27

28 ///
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1 FOURTH YXWVUTSRQPONMLKJIHGFEDCBA CLAIM
CALIFORNIA  UNFAIR  COMPETITION

2 (Cal. Bus. &  Prof. Code § 17200)

3 G o P r o  r e a l le g e s  a n d  in c o rp o r a te s  b y  r e fe r e n c e  e a c h  o f  th e  a l le g a t io n s  c o n ta in e d  in  

p a r a g r a p h s  1 th r o u g h  6 1  o f  th is  C o m p la in t .

3 6 0 H e r o s ’ in f r in g e m e n t  o f  G o P r o ’ s  m a rk s  a n d  c o p y r ig h ts  c o n s t i tu te s  “ u n la w fu l ,  u n f a i r  

o r  f r a u d u le n t  b u s in e s s  a c t [ s ]  o r  p r a c t ic e [ s ]  a n d  u n f a i r ,  d e c e p t iv e , u n t r u e  o r  m is le a d in g  a d v e r t i s in g  

w ith in  th e  m e a n in g  o f  C a l i fo r n ia  B u s in e s s  &  P r o f e s s io n s  C o d e  S e c t io n  1 7 2 0 0 .

A s  a  c o n s e q u e n c e  o f  3 6 0 H e r o s ’ a c t io n s ,  G o P r o  i s  e n t i t l e d  to  in ju n c t iv e  r e l i e f  a n d  a n  

o r d e r  th a t  3 6 0 H e r o s  d is g o r g e  a l l  p r o f i t s  o n  th e  m a n u f a c tu r e ,  u s e ,  d is p la y  o r  s a le  o f  s e rv ic e s  in  

c o n n e c t io n  w ith  i t s  3 6 0 H E R O S  a n d  3 6 0 A B Y S S  d e s ig n a t io n s .

6 2 .

4

5 63.

6 59

7

8 64.

9

10

11 FIFTH  CLAIM
CALIFORNIA  COMMON  LAW  TRADEMARK  INFRINGEMENT

1 2

1 3 G o P r o  r e a l le g e s  a n d  in c o rp o r a te s  b y  r e fe r e n c e  e a c h  o f  th e  a l le g a t io n s  c o n ta in e d  in  

p a r a g r a p h s  1 th r o u g h  6 4  o f  th is  C o m p la in t .

G o P r o  o w n s  p r o te c ta b le  c o m m o n  l a w  r ig h t s  in  i t s  A B Y S S  a n d  H E R O  t r a d e m a r k s .  

3 6 0 H e r o s ’ c o n d u c t  i s  l ik e ly  to  c a u s e  c o n f u s io n ,  to  c a u s e  m is ta k e , o r  to  d e c e iv e  a s  to  th e  

s o u r c e  o f  p r o d u c ts  a n d  s e rv ic e s  o f f e r e d  b y  3 6 0 H e r o s  o r  a s  to  a f f i l i a t io n , c o n n e c t io n ,  a s s o c ia t io n ,  

s p o n s o r s h ip , o r  a p p r o v a l  o f  s u c h  p r o d u c ts  a n d  s e r v ic e s , a n d  c o n s t i tu te s  in f r in g e m e n t  o f  G o P r o ’ s  

c o m m o n  l a w  A B Y S S  a n d  H E R O  t r a d e m a r k  r ig h t s .

3 6 0 H e r o s  in f r in g e d  a n d  c o n t in u e s  to  in f r in g e  G o P ro ’ s  t r a d e m a rk s  w ith  k n o w le d g e  a n d  

in te n t  to  c a u s e  c o n f u s io n ,  m is ta k e ,  o r  d e c e p t io n .

3 6 0 H e r o s ’ c o n d u c t  i s  a g g ra v a te d  b y  th a t  k in d  o f  w il lf u ln e s s ,  w a n to n n e s s ,  m a l ic e  a n d  

c o n s c io u s  in d i f f e r e n c e  to  th e  r ig h t s  a n d  w e lfa r e  o f  G o P r o  f o r  w h ic h  C a l if o rn ia  l a w  a l lo w s  th e  

im p o s i t io n  o f  e x e m p la r y  d a m a g e s .

A s  a  d i r e c t  a n d  p r o x im a te  r e s u l t  o f  3 6 0 H e ro s ’ a c t iv i t ie s ,  G o P r o  h a s  s u f f e r e d  s u b s ta n t ia l

65.

14

15 66.

16 67.

17

18

19

20 68.

21

22 69.

23

24

25 70.

26 dam age.

27 P u rs u a n t  to  C a l i fo r n ia  c o m m o n  l a w ,  G o P r o  i s  e n t i t l e d  to  in ju n c t iv e  r e l ie f  a n d  

c o m p e n s a to r y  a n d  p u n i t iv e  d a m a g e s .

7 1 .

28
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1 BA SIXTH  CLAIM
DECLARATORY  JUDGMENT  OF  NON-INFRINGEMENT

2

3 G o P r o  r e a l le g e s  a n d  in c o rp o r a te s  b y  r e f e r e n c e  e a c h  o f  th e  a l le g a t io n s  c o n ta in e d  in  

p a r a g r a p h s  1  th r o u g h  7 0  o f  th i s  C o m p la in t .

3 6 0 H e ro s  i s  th e  a p p l ic a n t  o f  r e c o r d  a n d  o w n e r  o f  U .S .  P a te n t  N o . 9 ,1 5 2 ,0 1 9 . 3 6 0 H e r o s  

h a s  a s s e r te d  th a t  G o P r o ,  th r o u g h  i t s  a d v e r t i s in g ,  im p o r ta t io n ,  s a le ,  a n d  o f fe r in g  f o r  s a le  o f  th e  A B Y S S  

r ig  a n d  o th e r  s im ila r  r ig s ,  h a s  in f r in g e d  th e  ’ 0 1 9  p a te n t .

G o P ro  d e n ie s  th a t  i t  h a s  in f r in g e d ,  o r  i s  n o w  in f r in g in g ,  th e  ’0 1 9  p a te n t  a n d  a s s e r t s  th a t  

n o n e  o f  th e  p r o d u c ts  i t  h a s  o f f e r e d  f o r  s a le ,  s o ld ,  im p o r te d  o r  d e v e lo p e d  -  p r a c t ic e s  a n y  c la im s  o f  th e  

’0 1 9  p a te n t .

72.

4

5 73.

6

7

8 74.

9

1 0

1 1 A s  a  r e s u l t  o f  th e  a c t s  d e s c r ib e d  in  th e  f o r e g o in g  p a r a g r a p h s ,  th e re  e x is t s  a  s u b s ta n t ia l  

c o n t ro v e r s y  o f  s u f f ic ie n t  im m e d ia c y  to  w a r r a n t  th e  i s s u a n c e  o f  a  d e c la r a to r y  ju d g m e n t .

A  ju d ic ia l  d e c la r a t io n  i s  n e c e s s a r y  s o  th a t  G o P r o  c a n  a s c e r ta in  i t s  r ig h t s  v is - a -v i s  th e  

’0 1 9  p a te n t . G o P r o  a c c o r d in g ly  s e e k s  a  ju d ic ia l  d e c la ra t io n s  th a t  i t  h a s  n o t  in f r in g e d  th e  ’ 0 1 9  p a te n t .

PRAYER  FOR  JUDGMENT

7 5 .

1 2

1 3 7 6 .

1 4

1 5

1 6 W H E R E F O R E ,  G o P r o  p r a y s  th a t  th i s  C o u r t  g r a n t  i t  th e  f o l lo w in g  r e l i e f :

A d ju d g e  th a t  3 6 0 H e r o s  h a s  in f r in g e d  th e  H E R O  M a r k s  a n d  th e  A B Y S S  m a rk  in  

v io la t io n  o f  G o P r o ’ s  r ig h t s  u n d e r  th e  L a n h a m  A c t , c o m m o n  l a w , a n d /o r  C a l i fo r n ia  l a w ;

A d ju d g e  th a t  3 6 0 H e r o s  h a s  c o m p e te d  u n f a ir ly  w ith  G o P r o  in  v io la t io n  o f  G o P r o ’ s  

r ig h t s  u n d e r  c o m m o n  l a w , 1 5  U .S .C . §  1 1 2 5 ( a ) ,  a n d /o r  C a l i fo r n ia  l a w ;

A d ju d g e  th a t  3 6 0 H e r o s  h a s  in f r in g e d  G o P r o ’ s  c o p y r ig h t  r ig h t s  in  th e  G o P r o  I m a g e s ;  

A d ju d g e  th a t  3 6 0 H e r o s  a n d  i t s  a g e n ts , e m p lo y e e s , a t to r n e y s , s u c c e s s o r s ,  a s s ig n s ,  

a f f i l i a te s , a n d  jo in t  v e n tu r e r s  a n d  a n y  p e r s o n ( s )  in  a c t iv e  c o n c e r t  o r  p a r t i c ip a t io n  w ith  i t ,  a n d /o r  a n y  

p e r s o n ( s )  a c t in g  f o r , w ith ,  b y ,  th ro u g h  o r  u n d e r  3 6 0 H e ro s ,  h e  e n jo in e d  a n d  r e s t r a in e d  p e r m a n e n t ly  

f r o m :

1 7 1 .

1 8

1 9 2.

20

2 1 3.

22 4.

23

24

2 5

26 O f f e r in g , s e l l in g ,  d is t r ib u t in g , a d v e r t i s in g ,  o r  p r o m o t in g  a n y  s e r v ic e s  th a t  

d is p la y  a n y  w o r d s  o r  s y m b o ls  th a t  s o  r e s e m b le  th e  H E R O  M a r k s  o r  th e  A B Y S S  

m a rk  a s  to  b e  l ik e ly  to  c a u s e  c o n fu s io n ,  m is ta k e  o r  d e c e p t io n ,  o n  o r  in

a .

27

28
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1 c o n n e c t io n  w ith  a n y  s e r v ic e  th a t  i s  n o t  a u th o r iz e d  b y  o r  f o r  G o P ro ;

U s in g  a n y  w o r d ,  t e r m ,  n a m e , s y m b o l ,  d e v ic e  o r  c o m b in a t io n  th e re o f  th a t  c a u s e s  

o r  i s  l ik e ly  to  c a u s e  c o n f u s io n ,  m is ta k e  o r  d e c e p t io n  a s  to  th e  a f f i l ia t io n  o r  

a s s o c ia t io n  o f  3 6 0 H e r o s  o r  i t s  p r o d u c ts  a n d  s e rv ic e s  w ith  G o P r o  o r  a s  to  th e  

o r ig in  o f  3 6 0 H e r o s ’ g o o d s  a n d  s e rv ic e s ,  o r  a n y  f a ls e  d e s ig n a t io n  o f  o r ig in , f a l s e  

o r  m is le a d in g  d e s c r ip t io n  o r  r e p re s e n ta t io n  o f  f a c t ;

U s in g  w ith o u t  p r io r  a u th o r iz a t io n  a n y  im a g e .  M a r k e tin g  A s s e ts  o r  o th e r  c o n te n t  

b e lo n g in g  to  G o P ro ;

F u r th e r  in f r in g in g  G o P ro ’ s  r ig h t s  in  a n d  to  a n y  o f  i t s  t r a d e m a rk s  in  i t s  g o o d s  

a n d  s e r v ic e s , o r  o th e r w is e  d a m a g in g  G o P r o ’ s  g o o d w i l l  o r  b u s in e s s  r e p u ta t io n ;  

F u r th e r  in f r in g in g  G o P ro ’ s  r ig h t s  in  th e  G o P r o  I m a g e s  a n d  in  a n y  o th e r  

M a r k e t in g  A s s e ts  b e lo n g in g  to  G o P ro ;

O th e r w is e  c o m p e t in g  u n f a ir ly  w ith  G o P r o  in  a n y  m a n n e r ;  a n d  

C o n t in u in g  to  p e r fo r m  in  a n y  m a n n e r  w h a ts o e v e r  a n y  o f  th e  o th e r  a c t s  

c o m p la in e d  o f  in  th i s  C o m p la in t .

A d ju d g e  th a t  3 6 0 H e r o s , w ith in  th i r ty  ( 3 0 )  d a y s  a f te r  s e rv ic e  o f  th e  ju d g m e n t  d e m a n d e d  

h e r e in ,  b e  r e q u i r e d  to  f i le  w ith  th is  C o u r t  a n d  s e rv e  u p o n  G o P r o ’s  c o u n s e l  w r i t t e n  r e p o r ts  u n d e r  o a th  

s e t t in g  f o r th  in  d e ta i l  th e  m a n n e r  in  w h ic h  3 6 0 H e ro s  h a s  c o m p l ie d  w ith  th e  ju d g m e n t;

A d ju d g e  th a t  G o P r o  r e c o v e r  f ro m  3 6 0 H e r o s  i t s  d a m a g e s  a n d  lo s t  p r o f i t s  in  a n  a m o u n t

2 b.

3

4

5

6

7 c.

8

9 d.

10

11 e.

12

13 f

14 g-

15

16 5.

17

18

19 6.

20 to  b e  p r o v e n  a t  t r ia l ;

2 1 A d ju d g e  th a t  3 6 0 H e r o s  b e  r e q u i r e d  to  a c c o u n t  f o r  a n y  p r o f i t s  th a t  a r e  a t t r ib u ta b le  to  i t s  

i l le g a l  a c t s ,  a n d  th a t  G o P r o  b e  a w a r d e d  th e  g r e a te r  o f  ( 1 )  th r e e  t im e s  3 6 0 H e ro s ’ p r o f i t s  o r  ( 2 )  th r e e  

t im e s  a n y  d a m a g e s  s u s ta in e d  b y  G o P r o ,  u n d e r  1 5  U .S .C . §  1 1 1 7 ,  p lu s  p r e ju d g m e n t  in te re s t ;

O r d e r  a n  a c c o u n t in g  o f  a n d  im p o s e  a  c o n s t ru c t iv e  t r u s t  o n  a l l  o f  3 6 0 H e r o s ’ f u n d s  a n d  

a s s e ts  th a t  a r i s e  o u t  o f  i t s  in f r in g in g  a c t iv i t i e s ;

A  d e c la ra t io n  th a t  G o P r o  h a s  n o t  in f r in g e d  a n d  i s  n o t  in f r in g in g  th e  ’0 1 9  p a te n t ;  

A d ju d g e  th a t  G o P r o  b e  a w a rd e d  i t s  c o s ts  a n d  d is b u r s e m e n ts  in c u r r e d  in  c o n n e c t io n  

w ith  th i s  a c t io n ,  in c lu d in g  G o P r o ’s  r e a s o n a b le  a t to r n e y s ’ f e e s  a n d  in v e s t ig a t iv e  e x p e n s e s ,  in c lu d in g

7.

22

23

24 8.

2 5

2 6 9 .

27 1 0 .

28
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s u c h  r e l ie f  p r o v id e d  u n d e r  3 5  U .S .C . §  2 8 5  a n d  a l l  o th e r  a p p l ic a b le  s ta tu te s ,  r u le s ,  a n d  c o m m o n  l a w ;1

2 a n d

A d ju d g e  th a t  a l l  s u c h  o th e r  r e l ie f  b e  a w a rd e d  to  G o P r o  a s  th i s  C o u r t  d e e m s  ju s t  a n d3 1 1 .

4 p r o p e r .

5

6 D A T E D : A p r il 1 3 ,2 0 1 6 R e s p e c t f u l ly  s u b m it te d .

7 K I L P A T R I C K  T O W N S E N D  &  S T O C K T O N  L L P

8

9
B y 'y

J A M E S  G . 'G I L L I L A N D ,  J R .

A t to r n e y s  f o r  P la in t i f f  

G O P R O ,  I N C .

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28
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1BA JURY YXWVUTSRQPONMLKJIHGFEDCBA DEMAND

2 P u r s u a n t  to  R u le  3 8  o f  th e  F e d e ra l  R u le s  o f  C iv i l  P r o c e d u r e ,  G o P r o  h e r e b y  r e q u e s t s  t r i a l  b y  a  

ju r y  o n  a l l  i s s u e s  s o  t r i a b le .3

4

5 R e s p e c t f u l ly  s u b m i t te d ,D A T E D : A p r il 1 3 ,2 0 1 6

6 K I L P A T R I C K  T O W N S E N D  &  S T O C K T O N  L L P

7

8 B y

J A M E S  G . G I L L IL A N D ,  J R .

A t to r n e y s  f o r  P la in t i f f  

G O P R O ,  I N C

9

1 0

1 1

1 2

1 3 6 8 3 8 8 3 3 1 V .I

1 4

1 5

1 6

1 7

1 8

1 9

20

2 1

22

23

24

25

2 6

27

2 8
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□  430 Banks and Banking
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□  470 Racketeer Influenced  and

Corrupt O rganizations

□  480  Consum er Credit

□  490  Cable/Sat TV

□  850 Securities/Com modities/

Exchange

□  890  O ther Statutory  A ctions
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□  895 Freedom  of  Information

PERSO N AL  IN JU RY
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Slander
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L iability
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Liability
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□  355 M otor V ehicle

Product Liability

□  360  O ther Personal

Injury

□  362 Personal Injury  - 
 M edical M alpractice

PERSO N A L  IN JU RY

□  365 Personal Injury -

Product Liability

□  367 H ealth  Care/

Pharm aceutical 
Personal Injury 
Product Liability

□  368  A sbestos Personal

Injury  Product 
Liability

PERSO N A L  PRO PERTY

□  370  O ther Fraud

□  371 Truth  in Lending

□  380  O ther Personal

Property  D am age

□  385 Property  D am age

Product Liability

□  690  O ther

PROPERTY RIGHTS
□  820  Copyrights

□  830  Patent

0  840  Tradem ark

/LABOR SOCIAI.  SECURITY
□  710 Fair Labor Standards □  861 H IA (1395ff)

□  862 Black  Lung (923)

□  863 D IW C/D IW W  (405(g))

□  864 SSID  Title X V I

□  865 RSI (405(g))
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□  720 Labor/M anagem ent

Relations

□  740  Railw ay Labor A ct

□  751 Fam ily and M edical

Leave A ct

□  790  O ther Labor Litigation
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Income Security A ct

A ct
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State Statutes
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26  U SC  7609
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□  220 Foreclosure

□  230 Rent Lease &  Ejectm ent

□  240  Torts to Land

□  245 Tort Product Liability

□  290  A ll O ther Real Property

□  440  O ther Civil Rights

□  441 V oting

□  442 Em ploym ent

□  443 H ousing/

A ccom m odations

□  445 A m er. w /D isabilities

Em ploym ent
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O ther

n 448 Education
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□  535 D eath Penalty 
O ther:
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C laims for tradem ark  infringem ent, unfair com petition, copyright infringem ent (injunctive relief  and  dam ages sought) and  declaratory 
judgment
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The JS  44  civil cover sheet and the  inform ation  contained herein  neither replaces nor supplem ents the filings and service of  pleading  or other  papers as 

required  by  law , except as provided  by  local rules of  court. This form , approved  by  the  Judicial Conference  of  the U nited States in Septem ber 1974, is 

required  for the use  of  the  Clerk  of  Court for the  purpose of  initiating  the civil docket sheet. Consequently, a  civil cover sheet is subm itted  to  the Clerk of 

Court for each  civil com plaint filed. The attorney  filing  a  case should  com plete  the  form  as follows:

I.  (a) Plaintiffs-Defendants. Enter nam es (last, first, m iddle initial) of  plaintiff and  defendant. If  the  plaintiff or defendant is a  governm ent agency, use 

only  the  full nam e or standard  abbreviations. If  the  plaintiff  or defendant is an official w ithin a  governm ent agency, identify  first the agency  and 

then  the  official, giving  both  nam e and  title.

County of Residence. For each civil case filed, except U .S. plaintiff cases, enter the  nam e of  the county  w here  the  first listed  plaintiff resides at 
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noting  in  this section "(see attachm ent)".

(b)

(c)

II. Jurisdiction. The  basis of  jurisdiction is set forth  under Rule 8(a), F.R .Cv.P., w hich  requires that jurisdictions be show n in  pleadings. Place an "X " 

in one  of  the  boxes. If  there is m ore than one  basis of  jurisdiction, precedence  is given in  the  order show n  below .
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U nited States defendant. (2) W hen the  plaintiff  is suing  the U nited States, its officers or agencies, place  an "X " in this box.
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to  the  Constitution, an  act of  Congress or a  treaty  of  the U nited  States. In cases w here the  U .S. is a  party, the U .S. plaintiff  or defendant code takes 
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D iversity  of  citizenship. (4) This refers to  suits under 28 U .S.C . 1332, w here  parties are citizens of  different states. W hen Box  4  is checked, the 

citizenship  of  the  different parties  m ust be  checked. (See Section III below; NOTE:  federal question actions take precedence over diversity 

cases.)

III. Residence (citizenship) of Principal  Parties. This section  of  the  JS  44  is to  be  com pleted  if  diversity  of  citizenship  w as indicated  above. M ark  

this section  for each principal party.

IV. Nature of Suit. Place an "X " in  the  appropriate box. If  the  nature of  suit cannot be  determ ined, be sure the  cause  of  action, in Section V I below, is 

sufficient to  enable the  deputy  clerk  or the statistical clerk(s) in  the  A dm inistrative  O ffice to  determ ine  the  nature of  suit. If  the  cause fits m ore 

than  one  nature of  suit, select the  m ost definitive.

V. Origin. Place an "X " in  one  of  the six  boxes.

O riginal Proceedings. (1) Cases w hich originate in  the U nited  States district courts.

Rem oved  from  State Court. (2) Proceedings initiated  in  state courts m ay  be  rem oved  to  the district courts under Title 28 U .S.C ., Section 1441. 

W hen the  petition for rem oval is granted, check  this box.

Rem anded from  A ppellate  Court. (3) Check this box  for cases rem anded  to  the  district court for further action. U se the  date of  rem and  as the filing  

date.

Reinstated  or Reopened. (4) Check  this box  for cases reinstated  or reopened  in  the district court. U se the  reopening  date as the  filing  date. 

Transferred  from  A nother D istrict. (5) For cases transferred  under Title  28 U .S.C . Section 1404(a). D o not use this for w ithin  district transfers or 

m ultidistrict litigation transfers.

M ultidistrict Litigation. (6) Check this box  w hen  a m ultidistrict case  is transferred into  the district under authority  of  Title  28  U .S.C . Section 1407. 

W hen this box  is checked, do  not check  (5) above.

VI. Cause of Action. Report the  civil statute directly  related  to  the  cause of  action and  give  a  brief  description  of  the  cause. Do not cite jurisdictional  

statutes unless diversity. Exam ple: U .S. Civil Statute: 47 U SC  553 Brief D escription: U nauthorized  reception  of  cable service

VII. Requested in Complaint. Class A ction. Place an "X " in this box  if  you are filing  a  class action under Rule  23, F.R .Cv.P. 

D em and. In this space enter the  actual dollar am ount being  dem anded  or indicate other dem and, such  as a  prelim inary injunction. 

Jury  D em and. Check the  appropriate box  to  indicate w hether or not a  jury  is being  dem anded.

VIII. Related Cases. This section  of  the  JS  44  is used  to reference  related  pending  cases, if  any. If  there are related  pending  cases, insert the docket 

num bers and  the  corresponding  judge  nam es for such cases.

Date and Attorney  Signature. D ate and  sign  the civil cover sheet.
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A O  4 4 0  ( R e v . 0 6 /1 2 ) S u m m o n s  in  a  C iv i l A c t io n

Un it e d  St a t e s  Dis t r ic t  Co u r t
f o r  th e

N o r th e rn  D is t r ic t  o f  C a l i fo r n ia

)GOPRO, INC., a Delaware corporation,
)

)

)

)Plaintiff(s)
)

C iv i l  A c tio n  N o .V .

)

)360HEROS, INC., a Delaware corporation

)

)

)
Defendant(s) )

S U M M O N S  I N  A  C I V IL  A C T IO N

T o : (Defendant's name and address) 3 6 0 H E R O S , I N C .

518 Queen Street 
Olean, New York 14760

A  la w s u i t  h a s  b e e n  f i le d  a g a in s t  y o u .

W ith in  2 1  d a y s  a f te r  s e r v ic e  o f  th is  s u m m o n s  o n  y o u  ( n o t  c o u n t in g  th e  d a y  y o u  r e c e iv e d  i t )  —  o r  6 0  d a y s  i f  y o u  

a r e  th e  U n ite d  S ta te s  o r  a  U n ite d  S ta te s  a g e n c y ,  o r  a n  o f f ic e r  o r  e m p lo y e e  o f  th e  U n ite d  S ta te s  d e s c r ib e d  in  F e d . R . C iv .  

P . 1 2  ( a ) ( 2 )  o r  ( 3 )  —  y o u  m u s t  s e r v e  o n  th e  p la in t i f f  a n  a n s w e r  to  th e  a t ta c h e d  c o m p la in t  o r  a  m o tio n  u n d e r  R u le  1 2  o f  

th e  F e d e r a l  R u le s  o f  C iv i l P r o c e d u r e . T h e  a n s w e r  o r  m o tio n  m u s t  b e  s e r v e d  o n  th e  p la in t i f f  o r  p la in t i f f s  a t to r n e y ,  

w h o s e  n a m e  a n d  a d d r e s s  a r e :

James G. Gilliland, Jr./Mehrnaz Boroumand Smith/Ryan Bricker
KILPATRICK TOWNSEND & STOCKTON, LLP
Two Embarcadero Center, 8th Floor
San Francisco, CA 94111
( 4 1 5 )  5 7 6 - 0 2 0 0

I f  y o u  f a i l  to  r e s p o n d ,  ju d g m e n t  b y  d e f a u l t  w il l  b e  e n te re d  a g a in s t  y o u  f o r  th e  r e l ie f  d e m a n d e d  in  th e  c o m p la in t .  

Y o u  a ls o  m u s t  f i le  y o u r  a n s w e r  o r  m o tio n  w ith  th e  c o u r t .

CLERK OF COURT

D a te :

Signature of Clerk or Deputy Clerk
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A O  4 4 0  ( R e v . 0 6 /1 2 ) S u m m o n s  in  a  C iv il  A c t io n  ( P a g e  2 )

C iv i l A c tio n  N o .

PROOF OF SERVICE
(This section should not be filed with the court unless required by Fed. R. Civ. P. 4 (1))

T h is  s u m m o n s  f o r  (name of individual and title, if any) 

w a s  r e c e iv e d  b y  m e  o n  (date)

□  I  p e r s o n a l ly  s e r v e d  th e  s u m m o n s  o n  th e  in d iv id u a l a t  (place)

o n  (date) ; o r

□  1 le f t  th e  s u m m o n s  a t  th e  in d iv id u a l ’ s  r e s id e n c e  o r  u s u a l p la c e  o f  a b o d e  w i th  (name)

, a  p e r s o n  o f  s u i ta b le  a g e  a n d  d is e r e tio n  w h o  r e s id e s  th e re ,  

, a n d  m a i le d  a  c o p y  to  th e  in d iv id u a l ’ s  la s t k n o w n  a d d re s s ;  o ro n  (date)

, w h o  is□ I s e r v e d  th e  s u m m o n s  o n  (name of individual)

d e s ig n a te d  b y  la w  to  a c c e p t s e r v ic e  o f  p r o c e s s  o n  b e h a l f  o f  (name of organization)

o n  (date) ; o r

□  I  r e tu r n e d  th e  s u m m o n s  u n e x e c u te d  b e c a u s e ; o r

□  O th e r  (specify):

f o r  s e rv ic e s , f o r  a  to ta l o f  $f o r  t r a v e l a n d  $M y  f e e s  a r e  $ 0.00

I  d e c la re  u n d e r  p e n a l ty  o f  p e r ju r y  th a t  th is  in f o rm a t io n  is  t r u e .

D a te :

Server's signature

Printed name and title

Server’s address

A d d i tio n a l  in f o rm a t io n  r e g a r d in g  a t te m p te d  s e r v ic e ,  e tc :

Case 3:16-cv-01944   Document 1-2   Filed 04/13/16   Page 2 of 2


